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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re application of Docket No: Q67421 

Hiroyasu KUMAMOTO, et al. 

Appln.No.: 10/006,137 Group Art Unit: 1761 

Confirmation No.: 1724 Examiner: Leslie A. Wong 

Filed: December 10, 2001 

For: WARMING COMPOSITION FOR FOOD AND DRINK OR FOR ORAL CARE 
PREPARATION 

REQUEST FOR RECONSIDERATION OF PATENT TERM ADJUSTMENT UNDER 

37 C.F.R. § 1.705 

Commissioner for Patents 
4 P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

Pursuant to 37 C.F.R. § 1.705, Applicant requests reconsideration of the Patent Term 
Adjustment. Applicant submits that the Patent Term Adjustment should be 233 days , as 
originally indicated in the Determination of Patent Term Adjustment forwarded with the Notice 
of Allowance on June 3, 2004. 

A brief statement of facts in support of the adjustment follows: 

1) In the originally mailed Notice of Patent Term Adjustment, the period of adjustment 
was identified as 233 days. 

2) Applicant timely paid the issue fee on September 2, 2004. 
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Appln. No.: 10/006,137 (U.S. Patent No. 6,838,106) 
Request for Reconsideration of Patent Term 
Adjustment under 37 C.F.R. § 1.705 

3) Applicant received an Issue Notification dated January 4, 2005 indicating a reduction 
of Patent Term Adjustment from 233 days to 188 days, or a loss of 45 days. 

4) Examination of the PAIR system indicates that on July 12, 2004, a Request for 
Reconsideration of the Information Disclosure Statements filed March 24, 2004 and 
May 19, 2004 caused a delay of 47 days. The 47 days was reduced by 2 days for the 
Patent Offices delay in issuing the patent. 

5) Applicant submits that the Request for Reconsideration of the Information Disclosure 
Statements was a result of the Examiner's failure to initial the references listed in the 
PTO/SB/08 Forms submitted with the Information Disclosure Statements, and as such, 
does not constitute a delay by Applicants to engage in reasonable efforts to conclude 
prosecution as outlined in 37 C.F.R. § 1.704. 

6) This application is subject to a terminal disclaimer of the terminal part of any patent 
granted on the U.S. Application No. 10/006,137 which would extend beyond the 
expiration date of the full statutory term of U.S. Patent No. 6,673,844. 

Enclosed are a copy of the Notice of Allowance and Fees Due, including the 
Determination of Patent Term Adjustment and the Notice of Allowability; and a copy of 
the Issue Notification for the above-identified application. 
Applicant submits that the 45 days reduction in patent term is improper and thus, 
Applicants request a correction of the Patent Term Adjustment to read a total of 233 days . 



Appln. No.: 10/006,137 (U.S. Patent No. 6,838,106) 
Request for Reconsideration of Patent Term 
Adjustment under 37 C.F.R. § 1.705 

This request is filed within 60 days of the date the patent issued if the patent indicates a 
revised patent term adjustment relative to the patent term adjustment indicated on the notice of 



A check in the amount of $200.00, pursuant to 37 C.F.R. § 1.18(e) is submitted herewith. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. A duplicate copy of this paper is attached. 



allowance. 



Respectfully submitted, 



SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 
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Determination of Patent Term Adjustment under 35 U.S.C. 154 (b) 

(application filed on or after May 29, 2000) 

The Patent Term Adjustment to date is 233 day(s). If the issue fee is paid on the date that is three months after the 
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 SSi^SKj a half 
months) after the mailing date of this notice, the Patent Term Adjustment will be 233 day(s) 

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that 
determines Patent Term Adjustment is the filing date of the most recent CPA. g 

wXZw ^ mf0rmatl0n ^ aCCCSSiDg ^ Pat6nt ApPliCati ° n Retri6Val 

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of 
Patent Legal Administration at (703) 305-1383. Questions relating to issue and publication fefpa^ente shSld be 
directed to the Customer Service Center of the Office of Patent Publication at (703) 305-8283 
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PUBLICATION FEE 
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*iv«u 09/03/2004 

THIS APPLICATION IS SUBJECT TOWMDrIwa. T^?^ ?eo^ LOW ^ CE IS NOT A GRANT OF PATENT RIGHTS 
PETITION BY THE APPLICANTS JSSSSI^^Si ^ ™ INITIATIVE °* THE OFfTcEORU^N 
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HOW TO REPLY TO THIS NOTICE: 

L Review the SMALL ENTITY status shown above. 

ffiSZ" Sh0Wn 38 YES ' ™* y™ «— ^ *e SMALL ENTITY is shown as NO- 

A If the status is the same, pay the TOTAL FEE(S) DUE shown A. Pay TOTAL FEE(S) DUE shown above, or 

B. If the status is changed, nav the PI mi trAxroxi ccr ,-e ^ ... 

required) and twice the amount of the ISSIJF fpf S„ t ( B ," - If a PP licai:t claimed SMALL ENTITY status before nr ic „ 

□ Applicant claims SMALL ENTITY status 
See 37 CFR 1.27. 

you^VS ISl^^^ U ° ite J S«» Patent and Trademark Office (USPTO) with 
comp eted and returned. If you are charging the feeTs) t f vou denoSS , ^ ^ paid ' Part B " Fee < s ) Transmittal should be 
^^^mc^^f^S^^^-^^ aCC0UW ' Sect,on " 4b " of Part B - Fee(s) Transmittal should be 

X^^^^^^ *• ^cation number. Please direct all communications prior to issuance to 
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Application No. 



Applicants) 



Notice of Allowability 



10/006,137 



KUMAMOTO ET AL 



Examiner 



Art Unit 



Leslie Wong 



1761 



« The MAILING DATE of this communication appears on the cover sheet with the correspondence address- 
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course THIS 
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative 
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308. 

1 . S This communication is responsive to papers filed May 19. 2004 . 

2. ^ The allowed claim(s) is/are 1J). 

3. □ The drawings filed on are accepted by the Examiner. 

4. [3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a) 03 All b) □ Some* c) □ None of the: 

1. Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 17.2(a)). 
* Certified copies not received: . 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements 
noted below. Failure to timely comply will result in ABANDONMENT of this application. 
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE. 

5. □ A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 

INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient. 

6. □ CORRECTED DRAWINGS ( as "replacement sheets") must be submitted. 

(a) □ including changes required by the Notice of Draftsperson's Patent Drawing Review ( PTO-948) attached 

1 ) □ hereto or 2) □ to Paper No./Mail Date . 

(b) □ including changes required by the attached Examiner's Amendment / Comment or in the Office action of 

Paper No./Mail Date . 

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of 
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d). 

7. □ DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the 

attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 



Attachment(s) 

1. □ Notice of References Cited (PTO-892) 

2. □ Notice of Draftperson's Patent Drawing Review (PTO-948) 



5. □ Notice of Informal Patent Application (PTO-152) 

6. □ Interview Summary (PTO-413), 



3. £3 Information Disclosure Statements (PTO-1449 or PTO/SB/08), 



7. □ Examiner's Amendment/Comment 



Paper NoYMail Date 



Paper NoVMail Date 



4. □ Examiner's Comment Regarding Requirement for Deposit 



8. □ Examiner's Statement of Reasons for Allowance 

9. □ Other . 
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The terminal disclaimer filed on May 19, 2004 disclaiming the terminal portion of 
any patent granted on this application which would extend beyond the expiration date of 
U.S. Patent 6,673,844 has been reviewed and is accepted. The terminal disclaimer has 
been recorded. 

The information disclosure statements filed March 24, 2004 and May 19, 2004 
fail to comply with 37 CFR 1 .98(a)(3) because it does not include a concise explanation 
of the relevance, as it is presently understood by the individual designated in 37 CFR 
1 .56(c) most knowledgeable about the content of the information, of each patent listed 
that is not in the English language. It has been placed in the application file, but the 
information referred to therein has not been considered. It is noted that corresponding 
European Search report was not received. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leslie Wong whose telephone number is 571-272-141 1 . 
The examiner can normally be reached on Tuesday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on 571-272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 10/006,137 Page 3 

Art Unit: 1761 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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OTICE OF OFFICE PLAN TO CEASE SUPPLYING COPIES OF CITED UJ. PATENT 

REFERENCES WITH OFFICE ACTIONS, AND PILOT TO EVALUATE THE 
ALTERNATIVE OF PROVIDING ELECTRONIC ACCESS TO SUCH U.S. PATENT 

REFERENCES 



Summary 

The United States Patent and Trademark Office (Office or USPTO) plans in the near future to: 

(1) cease mailing copies of U.S. patents and U.S. patent application publications (US patent 
references) with Office actions except for citations made during the international stage of an 
international application under the Patent Cooperation Treaty and those made during 
reexamination proceedings; and (2) provide electronic access to, with convenient downloading 
capability of, the US patent references cited in an Office action via the Office's private Patent 
Application Information Retrieval (PAIR) system which has a new feature called "E-Patent 
Reference." Before ceasing to provide copies of U.S. patent references with Office actions, the 
Office shall test the feasibility of the E-Patent Reference feature by conducting a two-month pilot 
project starting with Office actions mailed after December 1, 2003. The Office shall evaluate the 
pilot project and publish the results in a notice which will be posted on me Office's web site 
rwwwUSPTO.gov) and in the Patent Official Gazette (O.G.). In order to use me new E-Patent 
Reference feature during the pilot period, or when theOffice ceases to send copies of U.S. patent 
references with Office actions, the applicant must (1) obtain a digital certificate fiom m?Office; 

(2) obtain a customer number from the Office, and (3) properly associate applications with the 
customer number. The pilot project does not involve or affect the current Office practice of . 
supplying paper copies of foreign patent documents and non-patent uterature wim C>ffice actions. 
Paper copies of references will continue to be provided by the USPTO for searches and written 
opinions prepared by the USPTO for international apportions during the international stage and 
for reexamination proceedings. 

Description of Pilot Project to Provide Electronic Access to Cited U.S. Patent 
References 

On December 1, 2003, the Office will make available a new feature, E-Patent Reference, in the 
Office's private PAIR system, to allow more convenient downloading of U.S. patents and U.S. 
patent application publications. The new feature will allow an authorized user of pnvate PAIR 
to download some or all of the U.S. patents and U.S. patent application pubhcaUons citedby an 
examiner on form PTO-892 in Office actions, as well as U.S. patents and U.S. j»atentapphcation 
publications submitted by applicants on form PTO/SB08 (1449) as part of an ID* The retoeval 
of some or all of the documents may be performed in one downloading step with the documents 
encoded as Adobe Portable Document format ( .pdf) files, which is an improvement over the 
current page-by-page retrieval capability from other USPTO systems. 



Steps to Use the New E-Patent Reference Feature During the Pilot Project and 
Thereafter 

Access to private PAIR is required to utilize E-Patent Reference. If you don't already have 
access to private PAIR, the Office urges practitioners, and applicants not represented by a 
practitioner, to take advantage of the transition period to obtain a no-cost USPTO Public Key 
Infrastructure (PKI) digital certificate, obtain a USPTO customer number, associate all of their 
pending and new application filings with their customer number, install no-cost software 
(supplied by the Office) required to access private PAIR and E-Patent Reference feature, and 
make appropriate arrangements for Internet access. The full instructions for obtaining a PKI 
digital certificate are available at the Office's Electronic Business Carter (EBC) web page at: 
<http://www.uspto.pov/ebc/downloads.html> . Note that a notarized signature will be required to 
obtain a digital certificate. 

To get a Customer Number, download and complete the Customer Number Request form, PTO- 
SB125,at: http://www.uspto.gov/web/forms/sb0125.pdf The completed form can then be 
transmitted by facsimile to the Electronic Business Center at (703) 308-2840, or mailed to the 
address on the form. If you are a registered attorney or patent agent, then your registration 
number must be associated with your customer number. This is accomplished by adding your 
registration number to the Customer Number Request form. A description of associating a 
customer number with an application is described at the EBC web page at: 
http://v^.uspto.go^ 

The E-Patent Reference feature will be accessed using a new button on die private PAIR screen. 
Ordinarily all of the cited U.S. patent and U.S. patent application publication references will be 
available over the Internet using the Office's new E-Patent Reference feature. The size of die 
references to be downloaded will be displayed by E-Patent Reference so the download time can 
be estimated. Applicants and registered practitioners can select to download all of the references 
or any combination of cited references. Selected references will be downloaded as complete 
documents as Adobe Portable Document Format (.pdf) files. For a limited period of time, the 
USPTO will include a copy of this notice with Office actions to encourage applicants to use this 
new feature and, if needed, to take the steps outlined above in order to be able to utilize this new 
feature during the pilot and thereafter. 

During the two-month pilot, the Office will evaluate the stability and capacity of the E-Patent 
Reference feature to reliably provide electronic access to cited U.S. patent and U.S. patent 
application publication references. While copies of U.S. patent and U.S. patent application 
publication references cited by examiners will continue to be mailed with Office actions during 
the pilot project, applicants are encouraged to use the private PAIR and the E-Patent Reference 
feature to electronically access and download cited U.S. patent and U.S. patent application 
publication references so the Office will be able to objectively evaluate its performance. The 
public is encouraged to submit comments to the Office on the usability and performance of the 
E-Patent Reference feature during the pilot. Further, during the pilot period registered 
practitioners, and applicants not represented by a practitioner, are encouraged to experiment with 
the feature, develop a proficiency in using the feature, and establish new internal processes for 
using the new access to the cited U.S. patents and U.S. patent application publications to prepare 
for the anticipated cessation of the current Office practice of supplying copies of such cited 
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references. The Office plans to continue to provide access to the E-Patent Reference feature 
during its evaluation of the pilot. 

Comments 

Comments concerning the E-Patent Reference feature should be in writing and directed to the 
Electronic Business Center (EBQ at the USPTO by electronic mail at eReference@uspto.gov or 
by facsimile to (703) 308-2840. Comments will be posted and made available for public 
inspection. To ensure that comments are considered in the evaluation of the pilot project, 
comments should be submitted in writing by January 15, 2004. 

Comments with respect to specific applications should be sent to the Technology Centers' 
customer service centers. Comments concerning digital certificates, customer numbers, and 
associating customer numbers with applications should be sent to the Electronic Business Center 
(EBC) at the USPTO by facsimile at (703) 308-2840 or by e-mail at EBC@uspto.gov. 

Implementation after Pilot 

After the pilot, its evaluation, and publication of a subsequent notice as indicated above, the 
Office expects to implement its plan to cease mailing paper copies of U.S. patent references cited 
during examination of non provisional applications on or after February 2, 2004; although copies 
of cited foreign patent documents, as well as non-patent literature, will still be mailed to die 
applicant until such time as substantially all applications haVebera scanned into IFW. 

For Further Information Contact 

Technical information on the operation of the EFW system can be found on the USPTO website 
at ht^://ww.u^to.gov/web/patents/tfw/index.html. Comments concerning the E-Patent 
Reference feature and questions concerning the operation of the PAIR system should be directed 
to the EBC at the USPTO at (866) 2 1 7-91 97. The EBC may also be contacted by facsimile at 
(703) 308-2840 or by e-mail at EBC@uspto.gov. 




Nicholas P. Godici 
Commissioner for Patents 



USPTO TO PROVIDE ELECTRONIC ACCESS TO CITED U.S. 
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support of its 21 51 Century Strategic Plan goal of increased patent e-Govemment, beginning in 
une 2004, the United States Patent and Trademark Office (Office or USPTO) will begin the phase- 
in of its E-Patent Reference program and hence will: (1) provide downloading capability of the 
U.S. patents and U.S. patent application publications cited in Office actions via the E-Patent 
Reference feature of the Office's Patent Application Information Retrieval (PAIR) system; and (2) 
cease mailing paper copies of U.S. patents and U.S. patent application publications with 
Office actions (in applications and during reexamination proceedings) except for citations made 
during the international stage of an international application under the Patent Cooperation Treaty 
(PCT). In order to use the new E-Patent Reference feature applicants must: (1) obtain a digital 
certificate and software from the Office; (2) obtain- a customer number from the Office; and (3) 
properly associate patent applications with the customer number. Alternatively, copies of all U.S. 
patents and patent application publications can be accessed without a digital certificate from the 
USPTO web site, from the USPTO Office of Public Records, and from commercial sources. The 
Office will continue the practice of supplying paper copies of foreign patent documents and non- 
patent literature with Office actions. Paper copies of cited references will continue to be provided 
by the USPTO for international applications during the international stage. 

Schedule 

June 2004 TCs 1600, 1700, 2800 and 2900 

July 2004 TCs 3600 and 3700 

August 2004 TCs 2 1 00 and 2600 

All U.S. patents and U.S. patent application publications are available on the USPTO web site. 
However, a simple system for downloading the cited U.S. patents and patent application 
publications has been established for applicants, called the E-Patent Reference system. As E-Patent 
Reference and Private PAIR require participating applicants to have a customer number, retrieval 
software and a digital certificate, all applicants are strongly encouraged to contact the Patent 
Electronic Business Center to acquire these items. To be ready to use this system by June 1, 2004, 
contact the Patent EBC as soon as possible by phone at 866-217-9197 (toll-free), 703-305-3028 or 
703-308-6845 or electronically via the Internet at ebc@uspto.gov . 

Other Options 

The E-Patent Reference function requires the applicant to use the secure Private PAIR system, 
which establishes confidential communications with the applicant. Applicants using this facility 
must receive a digital certificate, as described above. Other options for obtaining patents which do 
not require the digital certificate include the USPTO's free Patents on the Web program 
(http://www.uspto.gov/patft/index.html). The USPTO's Office of Public Records also supplies 
copies of patents for a fee (http://ebizl.uspto.gov/oems25p/index.htmiy Commercial sources also 
provide U.S. patents and patent application publications. 

For complete instructions see the Official Gazette Notice, USPTO TO PROVIDE ELECTRONIC ACCESS TO CITED 
U.S. PATENT REFERENCES WITH OFFICE ACTIONS AND CEASE SUPPLYING PAPER COPIES, on the 
USPTO web site. 
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ISSUE NOTIFICATION 

The projected patent number and issue date are specified above. 

Determination of Patent Term Adjustment under 35 UJS.C. 154 (b) 
(application filed on or after May 29, 2000) 

The Patent Term Adjustment is 188 day(s). Any patent to issue from the above-identified application will 
include an indication of the adjustment on the front page. 

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that 
determines Patent Term Adjustment is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed information by accessing the Patent Application Information 
Retrieval (PAIR) WEB site (http://pair.uspto.gov). 

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the 
Office of Patent Legal Administration at (703) 305-1383. Questions relating to issue and publication fee 
payments should be directed to the Customer Service Center of the Office of Patent Publication at (703) 
305-8283. 



APPLICANT(s) (up to 18 names are included below, see PAIR WEB site http://pair.uspto.gov for additional applicants): 

Hiroyasu Kumamoto, Tokyo, JAPAN; 
Tatsuo Kitamura, Kanagawa, JAPAN; 
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